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examination, the Office will determine
whether a substantial new question of
patentability affecting any claim of
the patent is raised by any of the items
of information presented in the re-
quest. The determination will gen-
erally be limited to a review of the
item(s) of information identified in the
request as applied to the identified
claim(s) of the patent. The determina-
tion will be based on the claims in ef-
fect at the time of the determination
and will become a part of the official
record of the patent.

(b) The Office may hold in abeyance
action on any petition or other paper
filed in a supplemental examination
proceeding until after the proceeding is
concluded by the electronic issuance of
the supplemental examination certifi-
cate as set forth in §1.625.

(c) If an unauthorized or otherwise
improper paper is filed in a supple-
mental examination proceeding, it will
not be entered into the official file or
considered, or if inadvertently entered,
it will be expunged.

(d) The patent owner must, as soon as
possible upon the discovery of any
other prior or concurrent post-patent
Office proceeding involving the patent
for which the current supplemental ex-
amination is requested, file a paper
limited to notifying the Office of the
post- patent Office proceeding, if such
notice has not been previously provided
with the request. The notice shall be
limited to an identification of the post-
patent Office proceeding, including the
type of proceeding, the identifying
number of any such proceeding (e.g., a
control number or reissue application
number), and the filing date of any
such proceeding, without any discus-
sion of the issues of the current supple-
mental examination proceeding or of
the identified post-patent Office pro-
ceeding(s).

(e) Interviews are prohibited in a sup-
plemental examination proceeding.

(f) No amendment may be filed in a
supplemental examination proceeding.

(g) If the Office becomes aware, dur-
ing the course of supplemental exam-
ination or of any reexamination or-
dered under 35 U.S.C. 257 as a result of
the supplemental examination pro-
ceeding, that a material fraud on the
Office may have been committed in
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connection with the patent requested
to be examined, the supplemental ex-
amination proceeding or any reexam-
ination proceeding ordered under 35
U.S.C. 257 will continue, and the mat-
ter will be referred to the U.S. Attor-
ney General in accordance with 35
U.S.C. 257(e).

§1.625 Conclusion of supplemental ex-
amination; publication of supple-
mental examination certificate; pro-
cedure after conclusion.

(a) A supplemental examination pro-
ceeding will conclude with the elec-
tronic issuance of a supplemental ex-
amination certificate. The supple-
mental examination certificate will in-
dicate the result of the determination
whether any of the items of informa-
tion presented in the request raised a
substantial new question of patent-
ability.

(b) If the supplemental examination
certificate states that a substantial
new question of patentability is raised
by one or more items of information in
the request, exr parte reexamination of
the patent will be ordered under 35
U.S.C. 257. Upon the conclusion of the
er parte reexamination proceeding, an
er parte reexamination -certificate,
which will include a statement speci-
fying that exr parte reexamination was
ordered under 35 U.S.C. 257, will be pub-
lished. The electronically issued sup-
plemental examination certificate will
remain as part of the public record of
the patent.

(c) If the supplemental examination
certificate indicates that no substan-
tial new question of patentability is
raised by any of the items of informa-
tion in the request, and ex parte reex-
amination is not ordered under 35
U.S.C. 257, the electronically issued
supplemental examination certificate
will be published in due course. The fee
for reexamination ordered as a result
of supplemental examination, as set
forth in §1.20(k)(2), will be refunded in
accordance with §1.26(c).

(d) Any er parte reexamination or-
dered under 35 U.S.C. 257 will be con-
ducted in accordance with §§1.530
through 1.570, which govern ex parte re-
examination, except that:

(1) The patent owner will not have
the right to file a statement pursuant
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to §1.530, and the order will not set a
time period within which to file such a
statement;

(2) Reexamination of any claim of the
patent may be conducted on the basis
of any item of information as set forth
in §1.605, and is not limited to patents
and printed publications or to subject
matter that has been added or deleted
during the reexamination proceeding,
notwithstanding §1.552(a);

(3) Issues in addition to those raised
by patents and printed publications,
and by subject matter added or deleted
during a reexamination proceeding,
may be considered and resolved, not-
withstanding §1.552(c); and

(4) Information material to patent-
ability will be defined by §1.56(b), not-
withstanding §1.555(b).

Subpart F—Adjustment and
Extension of Patent Term

AUTHORITY: 35 U.S.C. 2(b)(2), 154, and 156.

SOURCE: 52 FR 9394, Mar. 24, 1987, unless
otherwise noted.

ADJUSTMENT OF PATENT TERM DUE TO
EXAMINATION DELAY

§1.701 Extension of patent term due to
examination delay under the Uru-
guay Round Agreements Act (origi-
nal applications, other than de-
signs, filed on or after June 8, 1995,
and before May 29, 2000).

(a) A patent, other than for designs,
issued on an application filed on or
after June 8, 1995, is entitled to exten-
sion of the patent term if the issuance
of the patent was delayed due to:

(1) Interference or derivation pro-
ceedings under 35 U.S.C. 135(a); and/or

(2) The application being placed
under a secrecy order under 35 U.S.C.
181; and/or

(3) Appellate review by the Patent
Trial and Appeal Board or by a Federal
court under 35 U.S.C. 141 or 145, if the
patent was issued pursuant to a deci-
sion in the review reversing an adverse
determination of patentability and if
the patent is not subject to a terminal
disclaimer due to the issuance of an-
other patent claiming subject matter
that is not patentably distinct from

§1.701

that under appellate review. If an ap-
plication is remanded by a panel of the
Patent Trial and Appeal Board and the
remand is the last action by a panel of
the Patent Trial and Appeal Board
prior to the mailing of a notice of al-
lowance under 35 U.S.C. 151 in the ap-
plication, the remand shall be consid-
ered a decision in the review reversing
an adverse determination of patent-
ability as that phrase is used in 35
U.S.C. 1564(b)(2) as amended by section
532(a) of the Uruguay Round Agree-
ments Act, Public Law 103-465, 108
Stat. 4809, 4983-85 (1994), and a final de-
cision in favor of the applicant under
paragraph (c)(3) of this section. A re-
mand by a panel of the Patent Trial
and Appeal Board shall not be consid-
ered a decision in the review reversing
an adverse determination of patent-
ability as provided in this paragraph if
there is filed a request for continued
examination under 35 U.S.C. 132(b) that
was not first preceded by the mailing,
after such remand, of at least one of an
action under 35 U.S.C. 132 or a notice of
allowance under 35 U.S.C. 151.

(b) The term of a patent entitled to
extension under paragraph (a) of this
section shall be extended for the sum of
the periods of delay calculated under
paragraphs (c)(1), (¢)(2), (¢)(3) and (d) of
this section, to the extent that these
periods are not overlapping, up to a
maximum of five years. The extension
will run from the expiration date of the
patent.

(c)(1) The period of delay under para-
graph (a)(1) of this section for an appli-
cation is the sum of the following peri-
ods, to the extent that the periods are
not overlapping:

(i) With respect to each interference
or derivation proceeding in which the
application was involved, the number
of days, if any, in the period beginning
on the date the interference or deriva-
tion proceeding was instituted to in-
volve the application in the inter-
ference or derivation proceeding and
ending on the date that the inter-
ference or derivation proceeding was
terminated with respect to the applica-
tion; and

(ii) The number of days, if any, in the
period beginning on the date prosecu-
tion in the application was suspended
by the Patent and Trademark Office
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